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DETAILED ACTION 

This Office action is responsive to communication received 02/28/2007 - IDS; 
03/16/2007 - Request for Continued Examination (RCE), Request for Extension of 
Time, Amendment and Remarks. 

Claims 1-4 have been canceled. 

Claims 5-23 remain pending. 

Claims 5-16 remain withdrawn from further consideration. 

Following is an action on the MERITS: 

Response to Arguments 

In consideration of applicant's arguments, received 03/16/2007, the discussion 
with the applicant during the interview of April 27, 2006 and the further consideration of 
the arguments received 01/31/2007 after final, rejection, the rejection of claims 17-20 
under 35 USC §103 based upon the prior art reference to Zebelean (U.S. Patent No. 
4,432,549) has been withdrawn. Of interest are the arguments presented by the 
applicant on page 5, line 20 through page 6, line 14 of the REMARKS, received 
01/31/2007. 

Applicant's attention is directed to the following new grounds of rejection. 

Claim Rejections • 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 17-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Satoshi (JP 8280853) in view of Manning ('056). The patent to Satoshi discloses the 

applicant's invention substantially as claimed and includes a front ball striking wall part 

(11) that is thinned in a direction either towards the sole (Figure 1), towards the toe 

(Figure 3), towards the heel (Figure 4) or towards the crown (last two lines of translated 

abstract). These areas of thinning, with the exception of the thinning towards the crown, 

would appear to fall within the categories outlined by the applicant in claims 21 , 22 and 

23. Satoshi provides the face wall thinning to enhance the flexure of the face and to 

promote a rotation to the ball in a certain direction (see the translated abstract). Satoshi 

differs from the claimed invention in that Satoshi does not disclose the specific (x, y) 

coordinates for maximum resilience, as required by claims 17-20. Here, the claimed 

"maximum resilience point" has been likened to be similar in definition to the point of 

maximum coefficient of restitution, a phrase that is used more commonly in the golf art 

to describe that point on the striking face at which the a struck ball leaves the face with 
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the greatest ball speed. At the outset, several observations may be made about the 
claimed (x, y) coordinates and the value for maximum resiliency required by the claims. 
First, the "pendulum test" required by the claims is clearly not the only test that the 
skilled artisan would have had at his disposal at the time of the invention for locating the 
point of maximum resilience. In fact, any test that measures resilience that the skilled 
artisan would have employed, so long as the test was the same for point (0, 0) as well 
as points outside of (0, 0), would have provided the same results. The focus here is 
that the "value", or end product of the test, provides an indication of a greater resilience 
at a point outside of (0, 0). Thus, the mere fact that the applicant has required a 
"pendulum test" as part of the claims does not necessarily provide any added structure 
to the claimed golf club head. The fact that the applicant has established that the golf 
club should have a maximum resilience outside of (0, 0) may be indicative of a specific 
structure present in the club. Golf clubs have historically been designed to provide 
maximum repulsion when the face is struck at the sweet spot, with the sweet spot often 
being associated with the geometric face center (see U.S. Patent 5,451 ,056). In the 
instant case, the applicant has in essence moved the sweet spot to a location outside of 
the geometric face center. This relocation of the sweet spot may result from a number 
of factors, which the golf club maker would have been aware of at the time of the 
invention. For example, the thinning of the face away from (0, 0) to provide ball rotation 
in a specific direction, as detailed by Satoshi, would be characteristic of a club head 
having more resilience at points outside of the geometric center. Hence, Satoshi has 
moved the sweet spot of the striking face. Other common efforts in the golf industry 
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have focused on expanding the sweet spot such that the club face is more forgiving to 
off-center impacts. These efforts have included fashioning the crown portion to be more 
resilient so that the face is allowed to flex more in directions upwards of the geometric 
center. Modern day club heads, most notably hollow metal wood-type club heads, 
have been designed to have ball striking faces with a larger surface area. In essence, 
the sweet spot has been enlarged to include more than just the geometric face center 
(0, 0). Again, see U.S. Patent 5,541 ,056. Thus, to say, as required by the claims, that 
there exists a maximum resilience "point" may not necessarily be accurate. Clearly, 
there would appear to exist a region, however small, that encompasses a value of 
higher resilience on the face. Establishing a region of higher resilience on the face 
outside of (0, 0) would appear to be the general focus of the applicant's claimed 
invention. Locating the exact coordinates of this higher resilience region would appear 
to be something that the skilled artisan would have come across through routine 
experimentation. Therefore, the claimed requirements for the (x, y) coordinates set 
forth in claims 17-20 are not deemed critical. In view of the above argument, one of 
ordinary skill in the art would have found it obvious to locate the point of maximum 
resilience based upon routine experimentation. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Titleist 
Press Release (January 27, 2003) in view of Burnett ('508). The Titleist Press Release 
discloses the use of the model 983K titanium club head, but provides no further details 
about the construction of the head. The publication to Burnett, though published after 
the applicant's filing date, is nonetheless pertinent because it references the "prior art" 
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club. Labeled as the 983K and described in Figures 18 and 19 and paragraph [0044], 
particularly noting that the 983K has a maximum coefficient of restitution at a point that 
is 0.20 inch (5.08 mm) above the geometric face center. It is clear that applicant's 
requirement that the maximum resilience point be located at other than an (x, y) 
coordinate of (0, 0), yet within a specific range of "x" and "y" values, would be rendered 
obvious by a club head structure such as the 983K, wherein the maximum resilience 
point is just slightly above the geometric center. The comments with respect to the 
claimed pendulum test, the discussion of the coefficient of restitution and the arguments 
regarding the lack of criticality of the claimed (x, y) coordinates, as outlined in detail in 
the rejection of claims 17-23, supra, are being incorporated within this rejection of claim 
17 and will not be repeated here, for brevity. 

Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rugge ('160). It is clear that applicant's requirement that the maximum resilience 
point be located at other than an (x, y) coordinate of (0, 0), yet within a specific range of 
"x" and "y" values, would be rendered obvious by a club head structure such as the 
Rugge device, wherein the maximum resilience point is just slightly below the geometric 
center. Specifically, the Rugge club head has been designed to move the center of 
gravity just below the traditional face center by between about 0.5 to 4.0 mm below a 
horizontal plane containing the geometric face center. The comments with respect to 
the claimed pendulum test, the discussion of the coefficient of restitution and the 
arguments regarding the lack of criticality of the claimed (x, y) coordinates, as outlined 
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in detail in the rejection of claims 17-23, supra, are being incorporated within this 
rejection of claims 17 and 18 and will not be repeated here, for brevity. 

Claims 17-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over a 
club head having a maximum resilience point at (x, y) equal to (0, 0). In consideration 
of normal manufacturing tolerances evident during the production of hollow metal wood- 
type golf club head, it is clear that the point of maximum resilience may in fact be 
located at a location just minutely away from the geometric face center. For example, a 
club head having a maximum resilience point at (0.001, 0.001) would effectively 
anticipate the applicant's claimed invention, as set forth in claim 17, with the exception 
of the specific details of the pendulum test. The comments with respect to the claimed 
pendulum test, the discussion of the coefficient of restitution and the arguments 
regarding the lack of criticality of the claimed (x, y) coordinates, as outlined in detail in 
the rejection of claims 17-23, supra, are being incorporated within this rejection of 
claims 17-20 and will not be repeated here, for brevity. 

Further References of Interest 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See Figure 5 and column 2,line 64 through column 3,line 1 1 in 
Adams. Note column 2, line 6-0 through column 3, line 15 and Figure 1 in Shaw. Note 
Figure 1b in Bouquet. See Figure 1 in Gibbs. Note Figure 2 in Kohno. The publication 
to Chao and patent to Rice detail a COR, of interest. Iwata, Naruo and Kosmatka ('015 
and '169) shows club faces with diverse thickness requirements. Patsky details multiple 
sweet spot locations. Junichi (JP 2002-136626) shows a high resilience region (4). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sebastiano Passaniti whose telephone number is 571- 
272-4413. The examiner can normally be reached on Monday through Friday (6:30AM 
- 3:00PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eugene L. Kim can be reached on 571-272-4463. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



S.Passaniti/sp 
April 28, 2007 




Primary Examiner 



